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Legal protection of trademarks in first to file systems is subject to registration of
trademarks. Yet, the important question is that if a person makes using from the
trademark without complying the registration formalities, whether can he/she claim

legal protection based on this prior use or not? It should be said that despite the fact
that trademark registration creates an exclusive right, it is not possible to completely
ignore the prior use of the trademark as well as the reputation achieved by
trademarks used in commercial markets and rights of prior users cannot be denied
simply because those marks are not registered. The present research tries to analyze
the efforts of various legal systems in weighing and adjusting the need for trademark
registration on the one hand and the need to protect the rights arising from the prior
use and acquired rights of prior users and try to prevent consumers from being
misled, and seeks to enumerate the conditions and criteria of applying the right of
priority due to use based on the existing legislative and judicial sources of legal
systems studied. The authors have considered the verdicts of domestic and foreign
courts, the legal texts of countries and international documents.
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1. Right of priority

2. Council Regulation (EC) No 40/94 of 20 December 1993 on the Community trade mark, 1993.

3. REGULATION (EU) 2017/1001 OF THE EUROPEAN PARLIAMENT AND OF THE COUNCIL of 14 June 20170n the
European Union trade mark.
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1. United Kingdom Trade Marks Act (with amendments and supplements), 1994.

2. The Law on Trademarks and Other Distinctive Signs of the Federal Republic of Germany (withamendments
andsupplements), 1994.

. The Trademark Law of the Republic of the Republic of Greece (with amendments and supplements), 1994.

. Spanish Trademark Act, supra note 29, Art. 6 “Earlier trademarks” (Para. 2(d)).

. Bulgarian Law on Marks and Geographical Indications, supra note 39, Art. 12(2)(iii).

. Polish Industrial Property Law, supra note 15, Art. 132(1)(ii).

. Slovakian Trademark Act, supra note 9, Arts. 4(2)(a), 16(7)(a) and (b).

. Hungarian Trademark Act, supra note 40, Arts. 4, Relative Grounds for Refusal, Part 2, 17, Acquiescence, Part 5.

. Maltese Trademarks Act, to regulate Trademarks, supra note 46, Art. 7, Meaning of earlier trademark (Para. (1)(b)).

10. 15 U.S.C. § 1064

11. Article 9 d): ... To this end, the owner of such a sign shall prove the use or well-known nature of the sign in the territory
of Spain as a whole.

12. United Drug Co. v Theodore Rectanus Co., 248 U.S. 90, 101, 1918.
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1. First to file

2. Scott Baldwin,[1“Don’t Sit and Wait: Stopping Trademark Squatters” (February 2013), Inventors Eye,

https://www.uspto.gov/custom-page/inventors-eye-don-t-sit-and-wait-stopping-trademark-squatters [Accessed 1 May 2020].

3. ACT NO 506/2009 Coll. ON TRADE MARKS From 28 October 2009, National Council of the Slovak Republic.

4. ... the owner of such a sign shall prove the use or well-known nature of the sign in the territory of Spain as a whole ...”
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6. Article L713-6 «Registration of a mark shall not prevent use of the same sign or a similar sign as: a) A company name,

trade name or signboard, where such use is either earlier than the registration ...»
7. PRC Trademark Law 2013 art, 45(1), 11-19.
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Haggar Int’l Corp. v. United Co. for Food Indus. Corp., 906 F. Supp. 2d 96, 130 (E.D.N.Y 2012) (discussing the “prior use
defense”); 15 U.S.C. § 1115(b)(5)—(6). Hana Fin., Inc. v. Hana Bank, 135 S. Ct. 907, 909 (2015); see also Quicksilver, Inc. v.
Kymsta Corp., 466 F.3d 749, 756 (9th Cir. 2006) (“Trademark rights are acquired by the party that first uses a mark in
connection with the sale of goods.”); Zasu Designs v. L’Oreal S.A., 979 F.2d 499, 503 (7th Cir. 1992) (referring to the “race
to the marketplace to establish the exclusive right to a mark™).

1.15U.S.C. § 1052(d).

2.15U.S.C. § 106
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Kenneth L. Port, The Congressional Expansion of American Trade mark Law: A Civil Law System in the Making, 35
WAKE FOREST L. REV.827, 859-62 & n.121 (2000).

2.15U.S.C. § 1051(b)-(c), 2000.
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5. Cardinal principle

6. Brookfield Commc’ns, Inc. v. W. Coast Entm’t Corp., 174 F.3d 1036, 1047 (9th Cir. 1999) (referring to the rights of the
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7. fundamental tenet of trademark law

8. Sengoku Works Ltd. v. RMC Int’l, Ltd., 96 F.3d 1217, 1219, 9th Cir, 1996.

9. (“It is axiomatic in trademark law that the standard test of ownership is priority of use.”).

10. Hana Fin., Inc. v. Hana Bank, 135 S. Ct. 907, 909, 2015.
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5. SECTION 2: TRADEMARKS, Article 15, Protectable Subject Matter. 1 “... Where signs are not inherently capable of
distinguishing the relevant goods or services, Members may make registrability depend on distinctiveness acquired through

use. Members may require, as a condition of registration, that signs be visually perceptible.”
6. Tenneco Auto. Operating Co. v. Kingdom[Auto Parts, 410 F. App’x 841, 843—44 (6th Cir. 2010).
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